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REMARKS 

The Office Action of September 27, 2006, has been carefully reviewed, and in 
view of the above amendments and the following remarks, reconsideration and 
allowance of the pending claims are respectfully requested. 

In the above Office Action, claims 1-6 and 12-20 were rejected under 35 
U.S.C, § 103(a) as obvious over Ames (USSIR H1674) and claims 7 and 8 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Ames in view of Leak 
(U.S. Publication No. 2003/0100878). Applicants gratefully acknowledge the 
allowability of claims 9, 10 and 1 1 if rewritten in independent form to include the 
limitations of the base claim and any intervening claims. 

As set forth above, claim 1 recites, among other elements, a pair of opposed 
belt halves comprising nonwoven material attached to the absorbent structure at the 
rear end region of the rear panel by a respective joint, wherein each of said joints 
between each said belt half and said absorbent structure comprises is such that 
when each said belt half is subjected to a tension force of 35 N acting along said 
longitudinal axis of the belt, said longitudinal axis of the belt creates an angle (a) to 
said transverse axis of said absorbent structure, and the recited minimum average 
release times (t) of each said belt half from said absorbent structure are attained for 
a given angle (a). 

Independent claim 19 recites, among other elements, a pair of opposed belt 
halves comprising exclusively nonwoven material attached to the absorbent structure 
at the rear end region of the rear panel by a respective joint, wherein each of said 
joints between each said belt half and said absorbent structure comprises is such 
that when each said belt half is subjected to a tension force of 35 N acting along said 
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longitudinal axis of the belt, said longitudinal axis of the belt creates an angle (a) to 
said transverse axis of said absorbent structure, and the recited minimunn average 
release times (t) of each said belt half from said absorbent structure are attained for 
a given angle (a). 

Independent claim 20 has been amended to recite that each of said joints 
between each said belt half and said absorbent structure comprises means for 
joining whereby when each said belt half is subjected to a tension force of 35 N 
acting along said longitudinal axis of the belt, said longitudinal axis of the belt creates 
an angle (a) to said transverse axis of said absorbent structure, and the recited 
minimum average release times (t) of each said belt half from said absorbent 
structure are attained for a given angle (a). 

The primary reference upon which the Examiner relies, Ames, discloses a 
diaper 20 comprising a containment assembly 22, leg cuffs 32, ear flaps 38, an 
elastic waist feature 34, a first belt flap 62, a second belt flap 64, and a fastening 
system 36 comprising a first fastening assembly for constructing the diaper in a 
belted configuration. Col. 4, lines 23-40. The first fastening assembly comprises a 
first belt flap closure member 74, a second belt flap closure member 76, a rear waist 
region closure member 78 and a second front waist region closure member 80. 
When constructing the diaper 20 in the belted configuration, the first belt flap closure 
member 74 is engaged with the second belt flap closure member 76 to form a belt 
around the waist of the wearer. Col. 20, lines 46-65, The Examiner acknowledges 
that Ames does not disclose the claimed minimum average release times at each of 
the recited angles set forth in independent claims 1,19 and 20. 
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The Examiner alleges, however, that such features are directed to an 
"intended use" and that an Intended use must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. To support this position, the Examiner relies 
upon In re Casey, 152 USPQ 235 (CCPA 1967). However, the facts in In re Casey 
are the opposite of the present application. In fact, In re Casey supports the 
applicants* position. 

In In re Casey, the claim at issue recited a function to be performed by the 
claimed machine. Although the Examiner refused to give patentable weight to the 
claimed functions, on appeal the Court held that the Board of Appeals properly 
considered the functional language, and found that the machine disclosed in the 
applied reference was also capable of performing the recited functions. Id. At 237 - 
38. ('The board considered that the structure provided by the reference possessed 
the capabilities requisite to meet the terms of the claims.") Thus, in In re Casey, the 
functional recitations were considered. 

Applicants respectfully submit that, unlike the situation in In re Casey, the 
claims at issue here do recite a structural difference from the prior art. Specifically, 
as admitted by the Examiner, there is no teaching or suggestion that the joints in 
Ames have any structure that would meet the test of the claims at issue. ("Even 
though Ames does not disclose the release times...") 

Claims 1,19 and 20 clearly recite joints between each said belt half and said 
absorbent structure which joints are defined such that when each said belt half is 
subjected to a tension force of 35 N acting along said longitudinal axis of the belt, 
said longitudinal axis of the belt creates an angle (a) to said transverse axis of said 
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absorbent structure, and the recited minimum average release times (t) of each said 
belt half from said absorbent structure are attained for a given angle (a). 
As explained in MPEP 2173.05(g): 

A functional limitation must be evaluated and considered, just like any 
other limitation of the claim, for what it fairly conveys to a person of 
ordinary skill in the pertinent art in the context in which it is used. A 
functional limitation is often used in association with an element, 
ingredient, or step of a process to define a particular capability or 
purpose that is served by the recited element, ingredient or step.... In 
a claim that was directed to a kit of component parts capable of being 
assembled, the Court held that limitations such as "members adapted 
to be positioned" and "portions . . . being resiliency dilatable whereby 
said housing may be slidably positioned" serve to precisely define 
present structural attributes of interrelated component parts of the 
claimed assembly. In re Venezia, 530 F.2d 956. 189 USPQ 149 (CCPA 
1976). 



In In re Venezia, the Court held that functional recitations directed to an 
intended assembly of a kit of separate parts were proper limitations to the claims, 
and must be considered by the Examiner. The claim at issue in In re Venezia 
included many phrases that could be said to be an intended use, including, e.g.. 
"adapted to be fitted", "capable of being assembled", "adapted to be affixed", and 
"may be slideably positioned". For the convenience of the Examiner, the claim at 
issue in In re Venezia is set forth in an attachment. The emphasis in the claims was 
inserted by the appellate court. Taking into account the italicized portions of the 
claim, the Court held that "The claimed invention does include present structural 
limitations on each part, which structural limitations are defined by how the parts are 
to be interconnected in the final assembly, if assembled,.. Rather than being a mere 
direction of activities to take place in the future, this language imparts a structural 
limitation to the sleeve." 
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The claims in the present application similarly recite structural limitations in 
the form of conditions that must be fulfilled by the claimed joints. For example, not 
every joint will meet the claimed release times. Only joints that meet certain 
structural criteria will satisfy the release times. Accordingly, the test set forth in claim 
1 is not dependent upon how the claimed article will be used, it is dependent on 
whether the claimed article has certain structural features, i.e., sufficient strength to 
meet the claim requirements. ' 

As set forth in claim 1 , when each said belt half is subjected to a tension force 
of 35 N acting along said longitudinal axis of the belt and said longitudinal axis of the 
belt creates an angle (a) to said transverse axis of said absorbent structure, certain 
minimum average release times (t) of each said belt half from said absorbent 
structure are attained. As such, the release times attained are a function of the 
means for joining and must be satisfied in order to meet the limitations of the claim. 
Claim 19 further defines a similar test. 

Although Applicants concur that claim scope is not limited by claim language 
that suggests or makes optional but does not require steps to be performed, or by 
claim language that does not limit a claim to a particular structure, MPEP 21 11.04 
specifically identifies "adapted for" clauses as claim language that may raise a 
question as to the limiting effect of the language in a claim. As recited in the clairns, 
Applicants submit that the joints are limited by the requirements of the releasing 
clause since a relative relationship between release time and release angle is 
positively recited. 

In addition, claim 20 has been amended to recite that each of said joints 
between each said belt half and said absorbent structure comprises means for 
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joining whereby when each said belt half is subjected to a tension force of 35 N 
acting along said longitudinal axis of the belt and said longitudinal axis of the belt 
creates an angle (a) to said transverse axis of said absorbent structure, the recited 
average release times (t) of each said belt half from said absorbent structure are 
attained. As noted by the Federal Circuit in Hofferv. Microsoft Corp., 405 F.3d 1326, 
1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005). the court held that when a "'whereby' 
clause states a condition that is material to patentability, it cannot be ignored in order 
to change the substance of the invention," Id, As applied to the present case, 
Applicants respectfully submit that the last clause of independent claim 20 cannot be 
ignored, since doing so would substantially change the substance of the invention. 

While applicants recognize that the USPTO is not in any way bound by 
conclusions reached by the European Patent Office, the Examiner is advised that the 
European Patent Office has found that similar claim language (in the corresponding 
European application) contains proper limitations. See the attached decision from 
the European Patent Office. 

For at least the reasons set forth above, Applicants respectfully contend that 
the Examiner's first position for anticipation, i.e., that the release times are directed 
to an intended use of the article, must be withdrawn. 

As a second position, the Examiner maintains that "when the structure recited 
in the reference is substantially identical to that of the claims of the instant invention, 
claimed properties or functions are presumed to be inherent (MPEP 2112-21 12.02)." 
However, according to MPEP, section 2112, IV, "In relying upon the theory of 
inherency, the examiner must provide a basis in fact and/or technical reasoning to 
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reasonably support the determination that the allegedly inherent characteristic 
necessarily flows from the teachings of the applied prior art." 

Contrary to the allegations of the Examiner, Ames does not disclose a 
structure for joining the belt flaps to the rear of the absorbent article. The entire 
disclosure related thereto, as set forth at col. 17, lines 51-53, is that if the belt flaps 
62 and 64 are separate elements joined to the diaper 20, they can be joined "by any 
means as known in the art." In order to rely on the theory of inherency, it must be 
shown that the recited conditions must be met in each and every instance. MPEP, 
section 21 12. IV. Clearly, the Examiner must recognize that all "means as known in 
the art" will not necessar/Yy satisfy the requirements of the means for joining recited 
in claims 1,19 and 20. 

Moreover, as set forth in the Declaration Under Rule 1.132 of Mr. Christian 
Almberg, Paragraph 3 explains that the present Assignee had furnished two nursing 
homes in Belgium with trial samples of a new belted product. The trials showed that 
the initial product had a propensity to fail. Investigations by the present inventors 
revealed that although the belt halves seemed to be adequately attached when they 
were pulled in their length direction, for example when putting on the product, they 
had a tendency to fail at relatively low forces if the forces were applied at increasing 
angles to the transverse direction. As Mr. Almberg explains in Paragraph 6, he and 
his colleague were able to establish that there surprisingly and unexpectedly existed 
a relationship for a given force between the angle at which the force was applied and 
the time it took for the belt half to become detached from the product. Thus, on the 
basis of these findings, by ensuring that the joints of a belted absorbent article 
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display the claimed minimum average release times at the various values of the 
angle a, the claimed absorbent article will be sufficiently reliable in use. 

In view of the foregoing remarks, the Examiner is respectfully requested to 
reconsider and withdraw the outstanding obviousness rejection of claims 1 - 6 and 
12-20. 

Claims 7 and 8 have been rejected over Ames in view of Leak. However, the 
Examiner relies upon Leak only for its alleged teaching of the spaced apart parallel 
adhesive lines, citing Figure 3. However, the lines 28 of Figure 3 are not adhesive 
lines, they are ultrasonic bond lines. Furthermore, they do not otherwise overcome 
the deficiencies set forth above with regard to Ames. Accordingly, the rejection of 
claims 7 and 8 should also be withdrawn. 

CONCLUSION 

In view of the above amendments and remarks. Applicants respectfully submit 
that the claims of the present application are now in condition for allowance, and an 
early indication of the same is earnestly solicited. 
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Should any questions arise in connection with this application or should the 
Examiner believe that a telephone conference would be helpful in resolving any 
remaining issues pertaining to this application; the Examiner is kindly invited to call 
the undersigned counsel for Applicants regarding the same. 

Respectfully submitted, 
Buchanan Ingersoll & Rooney pc 
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